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Office Action Summary 



Application No. 

09/922,694 



Examiner 

Char sse L. Evans 



Applicant(s) 

SUZUKI ET AL 



Art Unit 

1615 



Th MAILING DATE of this communication appears on the cover sh et with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )(3 Responsive to communication(s) filed on 12/23/2003 . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3)D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

A)M Claim(s) 1-19 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 1-6.8 and 11-19 is/are rejected. 

7) K Claim(s) 7. 9 and 10 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

1 1) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) I3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)MA\\ b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 



3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from. the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 



1 ) \£i Notice of References Cited (PTO-892) 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) S Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 



4) CD Interview Summary (PTO-413) Paper No(s). 

5) CD Notice of Informal Patent Application (PTO-1 52) 

6) D Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 
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DETAILED ACTION 



Action Summary 

Acknowledgement is made of the receipt of applicant's IDS, filed 
October 12, 2002, and amendment and request for reconsideration, filed 
December 23, 2002. 

The rejection of record of claims 1, 6, 8 and 14 under 35 USC 112, 
second paragraph, is withdrawn. 

Applicant's arguments, with respect to the rejection(s)of claim(s) 1-10 
and 17-19 under 35 USC 103(a), overEmpie et al (US 6,261,565 Bl), have been 
fully considered and are persuasive. Therefore, the rejection has been 
withdrawn. However, upon further consideration, a new ground(s) of rejection 
is made in view of JP 04-243822A and Biosci. Biochem., 1997, 61(3), pp. 527- 
529. 

Applicant's arguments, with respect to Tanabe et al (US 5,932,623) have 
been fully considered and are persuasive. The rejection of claims 1-6, 8 and 11- 
16 under 35 USC 103(a) has been withdrawn. 

The obviousness- type double patenting rejection of claims 1, 6, and 8-17 
over US 6310100 and of claims 1-19 over US Publication 2002/0054923, is 
held in abeyance. 
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The obviousness- type double patenting rejection of claims 1-19 over EP 
1186297, EP 1186294, and EP 1090635, is withdrawn. 
Gaims 1-19 are active in this action. 



Claim Rejections - 35 USC § 1 03 
The following is a quotation of 35 U.S.G 103(a) which forms the basis 
for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the an to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering 
patentability of the claims under 35 U.S.G 103(a), the examiner presumes that 
the subject matter of the various claims was commonly owned at the time any 
inventions covered therein were made absent any evidence to the contrary. 
Applicant is advised of the obligation under 37 CFR 1.56 to point out the 
inventor and invention dates of each claim that was not commonly owned at 
the time a later invention was made in order for the examiner to consider the 
applicability of 35 U.S.G 103(c) and potential 35 U.S.G 102(e), (f) or (g) prior 
art under 35 U.S.G 103(a). 

Claims 1-6, 8, 11-19 are rejected under 35 U.S.G 103(a) as being 
unpatentable over JP 04-243822A in view of Biosci. Biochem, 1997, 61(3), 
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pp.527-529. The cited Japanese prior arc reference teaches that both caffeic 
acid and chlorgenic acid have inhibiting activities against angiotensin I 
converting enzymes (ACE). Ferulic acid, as disclosed in the Biosci. Biotech. 
Biochem, article, is further described as having the same ACE- inhibiting 
activity. Thus, caffeic acid, chlorgenic acid and ferulic acid were already known 
to possess blood pressure lowering activity. As stated in In Re Kerkhoven, 205 
USPQ 1069, 1072 (CCPA- 1980), "It is prima facie obvious to combine two 
compositions, each of which is taught by the prior arc Co be useful for the same 
purpose, in order to form a third composition which is to be used for the very 
same purpose. As this court explained in Crockett, 126 USPQ 186, 188 
(CCPA- 1960), the idea of combining them flows logically from their having 
been individually taught in the prior arc. Therefore, it would be obvious to one 
of ordinary skill in the art Co use a comprising caffeic acid and/ or chlorgenic 
acid in combination wich ferulic acid as a creatment for hypertension and the 
diseases associated with hypertension.' 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and use the same and shall set forth 
the best mode contemplated by the inventor of carrying out his invention. 
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Claim 11 is rejected under 35 U.S.G 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/ or use the invention. The claim states a process for 
preventing or treating, and it is unclear to the examiner what is meant by 
preventing. It is the position of the examiner that the term prewt implies a 
cure. To date, there is no cure for hypertension, only treatments. The claims 
would be more correctly phrased to state a process of treatment. 

Allowable Subject Matter 
Claims 7, 9 and 10 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including 
all of the limitations of the base claim and any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Charesse L. Evans whose telephone 
number is 703-308-6400. The examiner can normally be reached on Monday - 
Thursday 7:00a - 4:30p; Alternating Fridays 7:00a - 3:30p. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Thurman K. Page can be reached on 703-308-2927. 
The fax phone numbers for the organization where this application or 
proceeding is assigned are 703-308-4556 for regular communications and 703- 
308-4556 for After Final communications. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist whose 
telephone number is 703-308-1235. 



Charesse L. Evans 

Examiner 

Ait Unit 1615 



April 2, 2003 



